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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed 9/18/05 have been fully considered but they are not 
persuasive. 

In response to applicant's argument that "Wallace et al. never discloses a device 
for connecting two vessels or tissues together", a recitation of the intended use of the 
claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. In this case, the vaso-occlusive member is capable of connecting two tissues. 
For instance, if there were two aneurysms as shown below in Figure 1 , the catheter may 
become stuck in the openings of both aneurysms. In this situation, the diameter of the 
opening would be large enough to allow the vaso-occlusive member to coil into the 
aneurysm while the catheter's diameter is large enough to become stuck in the opening. 
Therefore, the device is sized and shaped to attach the tissue at one opening with the 
tissue at the other opening of an aneurysm. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
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Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the applicant 
states how "Chervitz et al. doesn't disclose two self-closing clips", however, Wallace et 
al. has disclosed clips 102/104 which meet the mechanical features of the instant 
application's clips 170371703". As for motivation, suggestion, or teachings regarding 
self-closing surgical clips, Wallace et al. teaches how coils may be formed in such a 
way that they are essentially linear and assume randomly oriented relaxed conditions 
after they are released from the distal end of the catheter (column 5, lines 49-54). 
Wallace et al. refers to Ritchart et al. (US 4,994,069) that teaches how a wire can have 
a stretched/linear condition in order to be advanced through a catheter lumen to a 
selected vessel. A surgical clip, as taught by Ritchart et al., tends to move toward an 
unbiased shape (relaxed/convoluted) from a biased shape in order to lodge into the site 
of release and fill the cross section of the vessel to be occluded (abstract and column 3, 
lines 1-13). 
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Figure 1- US 5941888 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-14, 20-23, and 31-35 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Wallace et al. (US 5,941,888). 

Regarding claim 1, Wallace et al. disclose a tissue connector assembly having a 
surgical fastener having two clips (such as 102, 104, etc) that are sized and shaped to 
attach tissues and a bridge portion (such as 106) connecting the two clips (such as 102, 
104), as seen in Figure 1. 

Regarding claim 2, Wallace et al. disclose that as applied to claim 1 , as well as, a 
bridge portion (such as 106) that is substantially straight, as seen in figure 1 . 

Regarding claim 3, Wallace et al. disclose that as applied to claim 2, as well as, 
two clips (such as 102, 104, etc.) that have an open configuration and a closed 
configuration, as discussed in column 5, lines 47-55. 

Regarding claim 4, Wallace et al. disclose that as applied to claim 3, as well as, a 
bridge portion that provides a predetermined spacing between the clips in the closed 
configuration, as discussed throughout the specification and seen in figure 1. 

Regarding claim 5, Wallace et al. disclose that as applied to claim 3, as well as, 
at least one of the two clips (such as 102, 104, etc.) that is a self-closing clip, as recited 
in column 5, lines 47-55. 

Regarding claim 6, Wallace et al. disclose that as applied to claim 5, as well as, a 
self-closing clip that includes a shape memory material, as recited in column 5, lines 
47-55. 
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Regarding claim 7, Wallace et al. disclose that as applied to claim 5, as well as, a 
coil (such as 102, 104) surrounding a substantial length of the self-closing clip (such as 
102, 104). 

Regarding claim 8, Wallace et al. disclose that as applied to claim 5, as well as, a 
closed configuration that is an unbiased configuration, as discussed in column 5, lines 
47-55. 

Regarding claim 9, Wallace et al. disclose that as applied to claim 5, a closed 
configuration is a loop, as seen in figure 5. 

Regarding claim 10, Wallace et al. disclose that as applied to claim 5, as well as, 
an open configuration that is a biased configuration, and further having a release 
mechanism (such as a catheter) having a first position to bias the self-closing clip in the 
open configuration. 

Regarding claim 11, Wallace et al. disclose that as applied to claim 10, as well 
as, a closed configuration is an unbiased configuration, and wherein the release 
mechanism (such as a catheter) has a second position (via a pusher as described in US 
4,994,069) to unbias the self-closing clip into the closed configuration. 

Regarding claim 12, Wallace et al. disclose that as applied to claim 11, as well 
as, a coil (such as 102, 104) surrounding a substantial length of the self-closing clip, 
where the coil is coupled at one point on the self-closing clip and releasably coupled via 
the release mechanism at a second point on said self-closing clip. 
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Regarding claim 13, Wallace et al. disclose that as applied to claim 12, as well 
as, a first position that provides for compressing the coil between said first point and 
second point to form said biased configuration, via the deployment method. 

Regarding claim 14, Wallace et al. disclose that as applied to claim 13, as well 
as, a second position that provides for releasably uncoupling the coil from said second 
point to form said unbiased configuration. 

Regarding claim 20, Wallace et al. disclose a tissue connector assembly having 
a surgical fastener with two clips (such as 102, 104) sized and shaped to attach tissues 
including at least one self-closing clip having an open configuration and a closed 
configuration, where the open configuration is a biased configuration and the closed 
configuration is an unbiased configuration, and a bridge portion (such as 106) having a 
substantially straight portion connecting the two clips and a release mechanism (such 
as a catheter) having a first position to bias said self-closing clip in the open 
configuration, and a second position to unbias said self-closing clip into said closed 
configuration, as recited throughout the specification and seen in figures 1 and 5. 

Regarding claim 21, Wallace et al. disclose that as applied to claim 20, as well 
as, a coil (such as 102, 104) surrounding a substantial length of said self-closing clip, 
where the coil is coupled at one point on the self-closing clip and releasably coupled via 
the release mechanism at a second point on the self-closing clip. 

Regarding claim 22, Wallace et al. disclose that as applied to claim 21, as well 
as, a first position that provides for compressing said coil between the first point and 
second point to form the biased configuration. 
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Regarding claim 23, Wallace et al. disclose that as applied to claim 22, as well 
as, a second position that provides for releasably uncoupling the coil from the second 
point to form said unbiased configuration, via the deployment method. 

Regarding claim 31, Wallace et al. disclose a surgical clip apparatus fully capable 
of attaching tissues having an elongated member, a pair of coils (such as 102, 104) 
surrounding at least a portion of the elongated member where the pair of coils are 
serially arranged and spaced from one another along the elongated member, as seen in 
figure 1. The elongated member is made of shape memory material and has an 
unbiased shape that includes a plurality of loops and a biased shape. The elongated 
member tends to move toward the unbiased shape to form the biased shape, as 
discussed in column 5 and seen in figures 1 and 5. 

Regarding claim 32, Wallace et al. disclose that as applied to claim 31 , as well 
as, loops that are spaced from one another, as seen in figures 1 and 5. 

Regarding claim 33, Wallace et al. disclose that as applied to claim 32, as well 
as, each coil that surrounds at least a portion of a different one of the loops. 

Regarding claim 34, Wallace et al. disclose that as applied to claim 31 , as well 
as, each coil that has an outer end and an inner end and the inner ends are spaced 
from one another, as seen in figures 1 and 5. 

Regarding claim 35, Wallace et al. disclose that as applied to claim 32, as well 
as, each coil that has an outer end and an inner end and the elongated member has 
two enlarged portions, further including a restraint (such as 106) coupled to the 
elongated member adjacent to each of the inner ends, as seen in figure 1 . 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 15-19, 24-26 and 36-38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chervitz et al. (US 5,645,568) in view of Wallace et al. (US 
5,941,888). 

Regarding claim 15, Chervitz et al. disclose a tissue connector assembly having 
a surgical fastener (10) with two arms of a suture body (11) that is fully capable of 
clipping and attaching tissue and a bridge connecting the two clips and two ends 
including a first end and a second end, and further having two tissue piercing members 
(12) including a first tissue piercing member releasably coupled (can be cut/detached) 
to the first end and a second tissue piercing member releasably coupled to the second 
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end. However, Chervitz et al. do not recite having two self-closing clips attached to the 
two arms of the suture body. However, use of two self-closing clips in a surgical 
fastening device was known at the time the invention was made. Specifically, Wallace et 
al. disclose a tissue connector assembly having a surgical fastener having two clips 
(such as 102, 104, etc.) fully capable of attaching tissues and a bridge portion (such as 
106) connecting the two clips (such as 102, 104), as seen in figure 1. Therefore, it 
would have been obvious to modify the tissue connection device of Chervitz et al. to 
have the addition of two self-closing clips, as taught by Wallace et al., on either end of 
the suture body arms for the purpose of enhanced attachment of tissues. 

Regarding claim 16, Chervitz et al. as modified disclose that as applied to claim 

15. Further, a release mechanism, that activates the release of said two piercing 
members from said respective two ends would be obvious to one with ordinary skill in 
the art, for it has been held that to make something separable involves only routine skill 
in the art. 

Regarding claim 17, Chervitz et al. as modified disclose that as applied to claim 

16. Further, a release mechanism that activates the closing of said self-closing clip 
would be obvious given the combination. 

Regarding claim 18, Chervitz et al. as modified disclose that as applied to claim 
15, as well as, a suture, wherein the coupling of the first tissue-piercing member to the 
first end includes suture, and wherein the coupling of the second tissue piercing 
member to the second end includes a suture. 

Regarding claim 19, Chervitz et al. as modified disclose that as applied to claim 
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1 8, as well as a suture of the first coupling and said suture of the second coupling are 
between about 10 mm and about 300 mm in length. 

Regarding claim 24, Chervitz et al. disclose a tissue connector assembly having 
a surgical fastener (10) having two arms of a suture body (11) with two ends including a 
first end and a second end that is fully capable of clipping and attaching tissue, and a 
substantially straight bridge portion (such as 13) connecting the two arms; and two 
tissue piercing members (12) including a first tissue piercing member releasably 
coupled to the first end and a second tissue piercing member releasably coupled to said 
second end (can be cut/detached). However, Chervitz et al. do not recite having two 
self-closing clips attached to the two arms of the suture body. However, use of two self- 
closing clips in a surgical fastening device was known at the time the invention was 
made. Specifically, Wallace et al. disclose a tissue connector assembly having a 
surgical fastener having two clips (such as 102, 104, etc.) fully capable of attaching 
tissues and a bridge portion (such as 106) connecting the two clips (such as 102, 104), 
as seen in figure 1. Therefore, it would have been obvious to modify the tissue 
connection device of Chervitz et al. to have the addition of two self-closing clips, as 
taught by Wallace et al., on either end of the suture body arms for the purpose of 
enhanced attachment of tissues. 

Regarding claim 25, Chervitz et al. as modified disclose that as applied to claim 
24. Further, a release mechanism that activates the release of the two piercing 
members from the respective two ends would be obvious to one with ordinary skill in the 
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art, for it has been held that to make something separable involves only routine skill in 
the art. 

Regarding claim 26, Chervitz et al. as modified disclose that as applied to claim 
25. Further, a release mechanism that activates the closing of said self-closing clip 
would be obvious given the modification. 

Regarding claim 36, as broadly and reasonably interpreted by the Examiner, the 
term "clip" is defined by The American Heritage Dictionary of the English Language, 
Third Edition (copyright © 1992) as "any of various device for gripping or hold things 
together." In this case, the surgical "clip" is broadly interpreted by the Examiner to be 
suture (10) because a suture is defined by The American Heritage Dictionary to be "the 
fine thread or other material used surgically to close a wound or join tissues ." 
Therefore, the suture (10) is a surgical clip fully capable of attaching tissues. Chervitz 
et al. disclose a tissue connector apparatus having a surgical clip (10) with first and 
second piercing members (12) each having first and second end portions, first and 
second couplings and first and second flexible members (11). The clip has first and 
second end portion where the first coupling is coupled to the first end portion of the clip 
and the second coupling is coupled to the second end portion of the clip where the first 
flexible member has a first end portion coupled to the first coupling and a second end 
portion secured to the second end portion of the first tissue piercing member. The 
second flexible member has a first end portion coupled to the second coupling and a 
second end portion secured to the second end portion of the second tissue piercing 
member. Chervitz et al. do not recite an elongated member, a pair of coils surrounding 
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at least a portion of the elongated member where the pair of coils are serially arranged 
and spaced from one another along the elongated member, the elongated member 
being shape member material and having an unbiased shape that includes a plurality of 
loops and a biased shape. The elongated member tends to move toward the unbiased 
shape from the biased shape. However, use of a pair of coils in a surgical fastening 
device was known at the time the invention was made. Specifically, Wallace et al. 
disclose a tissue connector assembly having a surgical fastener having a pair of coils 
(such as 102, 104, etc.) being serially arranged and spaced from one another along 
said elongated member, wherein the elongated member tends to move toward the 
unbiased shape from the biased shape. Therefore, it would have been obvious to 
modify the tissue connection device of Chervitz et al. to have the addition of a pair of 
coils, as taught by Wallace et al., for the purpose of enhanced attachment of tissues. 
Regarding claim 37, Chervitz et al. as modified disclose that as applied to claim 

36. Further, a first coupling releasably coupled in the first end portion of the surgical slip 
to the first needle would be obvious to one with ordinary skill in the art, for it has been 
held to make something separable involves only routine skill in the art. 

Regarding claim 38, Chervitz et al. as modified disclose that as applied to claim 

37. Further, a second coupling couples the second end portion of the clip to a second 
needle would have been obvious to one with ordinary skill in the art, for it has been held 
to make something separable involves only routine skill in the art. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

Claims 1-26 and 31-38 rejected on the ground of nonstatutory obviousness-type 

double patenting as being unpatentable overclaims 1-5, 7, 9, 11-13, 15-17, 19, 21, 23, 

25-30, 33, 35-43, 46, and 48-52 of U.S. Patent No. 6,551,332 in view of Wallace et al. 

(US 5941888). The claims of US 6551332 have taught everything except there being 

two clips. However, Wallace et al. teach a similar device having multiple clips in order 

to allow placement of a selected number of vaso-occlusive member into the therapeutic 

site as the physician chooses. Therefore, it would have been obvious to a person 

having ordinary skill in the art at the time of the invention to modify the device claimed in 

US 6551 332 to include another clip as taught by Wallace et al. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: US 5454834, US 6254615, US 6607541, and US 6514265 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew M. Bunin whose telephone number is (571)272- 
4801 . The examiner can normally be reached on Monday - Friday, 8 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Henry Bennett can be reached on (571)272-4791. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the E\ec)fop\c 
Business Center (EBC) at 866-217-9197 (toll-free). 



AMB 
12/5/05 




